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Farnan, Di strict Judge.

Presently before the Court is CounterclaimPlaintiff’s, Advanced
Envi ronnent al Recycling Technol ogi es, Inc (“AERT"), Mtion To D sniss
Counterclainms Under Rule 41. (D.lI. 578). For the reasons di scussed
bel ow, AERT's Mdtion To Dismss will be granted, and the counterclains
wi Il be dismssed without prejudice pursuant to Fed. R Gv. P.

41(a) (2).
BACKGROUND

In Septenber 1993, the Court bifurcated the issues in this case
for trial. (D 1. 170). The first trial addressed the patent clains
raised in the Conplaint filed by Mobil G| Corporation and the patent
| aw counterclains raised by AERT. (D.1. 170). These issues were
decided at trial (D.I. 470), and all appeal s have been exhaust ed.

(D.1. 574). The second trial was to be dedicated to AERT s
counterclains alleging violations of the Sherman Act, false and
deceptive advertising, breach of confidential relationship, and unfair
competition. (D.1. 170). In April 1994, the Court stayed di scovery on
AERT' s counterclains (D.I. 403), and that stay was never rescinded.
These counterclains have not been tried or otherw se adjudi cated, and
remai n pendi ng before the Court.

In March 2001, AERT filed the present notion, requesting its
counterclains be disnmssed without prejudice. (D.1. 578). Plaintiff,
Mobil G| Corporation, and Counterclai mDefendants, Mbil Gl
Corporation, Mbil Chem cal Conpany, Inc., Arthur C Ferguson, and
Paul M Herbst (“Mbil”), oppose the Mdtion. (D.I. 581, at 1). In

Mobi | *s Response To AERT's Motion To Dismss Counterclains Under Rule



41, Mobil requested that the counterclains be dismssed with
prejudice. (D.I. 581, at 2).
STANDARD OF REVI EW
When a plaintiff noves for a dismissal wthout prejudi ce under
Rule 41(a)(2), the decision to dismss with prejudice or without is

left to the discretion of the court. Buse v. Vanguard G oup of Inv.

Co., No. 91-3560, 1994 U S. District LEXIS 3978, at 9 (E D Pa Apr. 1

1994). Specifically, Rule 41(a)(2) provides: "[Aln action shall not

be disnmissed at the plaintiff's instance save upon order of the court
and upon such ternms and conditions as the court deens proper. Unless

ot herwi se specified in the order, a dismssal under this paragraph is
without prejudice." Fed. R dv. P. 41(a)(2)(2001). A Rule 41(a)(2)

notion "will be determined after attenpting to secure substanti al

justice to both parties.” DuToit v. Strategic Mnerals Corp., 136

F.RD 82 (D Del. 1991) citing Lunn v. United Aircraft Corp., 26

F.RD 12, 14 (D.Del 1960). Moreover, while considering the
legitimate interests of both parties, the Court nust bear in mnd that
a plaintiff’s notion should be granted absent substantial prejudice to
the defendant. 1d. at 10. The Court will now examne if a di sm ssal

wi t hout prejudice woul d cause Mbil substantial undue prejudice.



Dl SCUSSI ON

Inits Mtion To Disniss Counterclains Under Rule 41, AERT
contends that this dismssal should be without prejudice, given that
the Court has not ruled on the nerits of the counterclains, and no
di scovery has been conducted. (D.lI. 578, at 2). Al so, AERT contends
that a dismssal wthout prejudice would not inpair any rights or
legal interests of Mbil. (D.I. 578, at 2). |In response, Mbil offers
two reasons why the dismssal should be with prejudice. (D.I. 581, at
2). First, Mbil contends that counterclaimdiscovery did occur, both
before and after the patent trial. (D.I. 581, at 2). Second, Mbbil
contends that AERT failed to prosecute the counterclains for nearly
five years, and therefore, Mbil is entitled to a final resolution of

AERT' s counterclains. (D I. 581, at 2).

l. Count ercl ai m Di scovery

Specifically, Mbil contends that counterclai mdiscovery did
occur, and that the counterclai s have been ready for trial since
before 1994. (D.1. 581, at 2). Mbil contends that the Court ordered
the parties to conplete linited additional discovery with respect to
the counterclains, before staying the counterclai ms pendi ng appeal of
the patent issues. (D.lI. 403, at 2). Mbil cites several Docket
Entries that occurred before and after the order to stay di scovery
(D.1. 403, at 2) in support of its position that discovery is
conmplete. (D.1. 581, at 2).

AERT responds that Mbil’s contention that discovery is conplete

is contradicted by the very docket entries that Mbil cites. (D.I.



582, at 2). Specifically, AERT contends that the Court stayed
di scovery on AERT s counterclainms(D. 1. 403, at 2), and that stay was
never rescinded. (D I. 582, at 2).

The purpose of Rule 41(a)(2) is to prevent voluntary dismssals
whi ch prejudice the opposing party and to permt the inposition of

curative conditions. US. v. Eighteen Various Firearns, 148 F.R D.

530, 531 (E.D.Pa 1993). In considering a Rule 41(a)(2) notion, the
Court nust consider the legitimate interests of both parties, while
bearing in mnd that a plaintiff's moti on should be granted absent
substantial prejudice to the defendant. Buse, 1994 U S. D strict
LEXI S 3978, at 10. Therefore, the Court nust | ook at the effects of
a dismssal with prejudice, to see if the defendant will suffer some
plain | egal prejudice other than the prospect of another |awsuit.

DuToit v. Strategic Mnerals Corp., 136 F.R D 82, 85 (D. Del 1991),

quoting Inre Paoli RR Yard PCB Litigation, 916 F.2d 829, 863 (3d

Gr. 1990).

Upon exam nation of the record, the Court concl udes that
di scovery has not been so extensive that dism ssal w thout prejudice
woul d unfairly affect Mobil. An inspection of the Docket Entries
reveals that 13 of the 27 Entries referred to by Mbil, are Notices
and Re-Notices of upcom ng depositions. (D I. 582, at 2). A so anong
the Entries Mobil cites is Mbil's Notice O Service O
Interrogatories Upon AERT (D.l1. 381), AERT's letter to the Court
criticizing the procedure utilized by Mobil in seeking a disnissa
(D.1. 411), Mbil’s letter to the Court requesting a tel econference to

di scuss discovery (D.1. 433), the Court’s response that a



tel econference woul d be prenmature (D.1. 435), and AERT' s Mdtion For A
Protective Oder (D. 1. 395), which was denied. (D.1. 403).
Accordingly, the Docket Entries Mbil cites indicate that nothing
occurred beyond preparation for the actual discovery.

In the Court’s view, the discovery in this case did not progress
enough to warrant a dismssal with prejudice. The dismssal without
prej udice places Mbil in a position essentially no different from
that which it occupied before the counterclains were filed. The Court
finds no prejudice to Mbil's interests other than the prospect of
subsequent litigation. |In sum the Court concludes that discovery has
not been so extensive to be tantanmount to the "plain | egal prejudice"

whi ch woul d preclude a dismssal without prejudice.

. Failure to Prosecute

Mobi | contends that AERT failed to prosecute the counterclains
for nearly five years, and therefore, Mbil is entitled to a fina
resolution. (D.1. 581, at 2). Mbil contends that follow ng the 1994
judgrment, AERT took no action to prosecute the counterclainms. (D. 1.
581, at 2). In addition, Mbil contends that three years later, in
Sept ember 1999, the case was marked cl osed and AERT has done not hi ng
toreopenit. (D1I. 568).

In response, AERT s indicates that Mbil's recitation of the
procedural history is inadequate. (D.1. 582, at 2). Al though the
Court’s judgnent on the patent clainms was affirned by the Federa
Crcuit, two issues were still pending: (1) whether AERT was entitled

to a newtrial under Rule 60(b) and whether Mobil was entitled to



recover attorneys’ fees. (D.I. 574). On Septenber 30, 1999, the Court
deni ed those notions and closed the case. (D.1. 568). Both parties
appeal ed, and the Court of Appeals for the Third Crcuit affirned this
Court’s decision in Decenber 2000, resolving all active matters. (D.I.
574). Therefore, AERT contends that it has reasonably prosecuted the
counterclainms and its Mdtion To D smss should be granted.

The Court of Appeals for the Third Crcuit has enunmerated factors
relevant to the district court’s exercise of discretion in dismssing
cases for failure to prosecute: (1) the extent of the party’ s personal
responsibility; (2) the prejudice to the adversary; (3) a history of
dilatoriness; (4) willful conduct; (5) alternative sanctions; and

(6) the neritoriousness of the claim Poulis v. State FarmFire and

Casualty Co., 747 F,2d 863, 868 (3rd Cr. 1984).

Upon application of these factors to the current case, the Court
determnes that AERT did not exhibit a history of dilatoriness, or
willful conduct intended to frustrate the efforts of Mbil or to
obstruct the function of the Court. Three nmonths passed fromthe date
that the judgment of the first action was affirmed on January 1, 2001
(D.1. 574), to the date that AERT filed the Mdtion to D smss
Counterclai ms Under Rule 41, on March 21, 2001. (D.1. 578).
Furthernore, the Court finds a disnissal of AERT's counterclains with
prej udi ce could be unjust to AERT because the procedural history of
this case denonstrates that AERT was timely within the untinely

context of the progress of this matter.



CONCLUSI ON
For the reasons discussed, AERT's Mtion To D smiss Counterclains
Under Rule 41 (D.1. 578) is GRANTED pursuant to Fed. R Gv.P. 41(a)(2),
and the counterclains are di smssed without prejudice.

An appropriate Order will be entered.
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ORDER

At WImngton, Delaware this 11 day of Cctober 2001, for the
reasons set forth in the Menorandum Qpi nion issued this day,

I T IS HEREBY ORDERED THAT Advanced Environnental Recycling
Technol ogi es’ Mdtion To D smss Counterclains Under Rule 41 (D. 1.
578) is GRANTED pursuant to Fed. R Gv. P. 41(a)(2), and the

counterclains are di smssed without prejudice.

JOSEPH J. FARNAN, JR
UNI TED STATES DI STRI CT JUDGE




